TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SCOIT R MEYER

Appeal No. 1997-3282
Application No. 08/189, 314

ON BRI EF

Bef ore FRANKFORT, STAAB, and NASE, Admi nistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1 through 12, the only clains pending in

this application.
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Appellant's invention relates to an inprovenent in
release liners or filnms used in the tape industry to provide a
rel ease surface such that a tape can be unwound from a rol
wi t hout the adhesive sticking to the backside of the tape
(specification, pages 1-2). More particularly, the invention,
as defined in independent claiml, is directed to a sheet
mat eri al having a pressure-sensitive acryl ate-based adhesive
filmand a release filmwherein the release filmhas at |east
a first layer of a polyolefin polyner having a density of no
greater than about 0.90 g/cc and a CDBI! (conposition
di stribution breadth index) of greater than about 70 percent.
Al ternatively, the invention, as defined in independent claim
12, is directed to a sheet nmaterial having a pressure-
sensitive acryl ate-based adhesive filmand a nulti-|ayer

release film wherein the pressure-sensitive adhesive filmis

! The CDBI is defined as the weight percent of the
copol ymer nol ecul e, having a conmononer content within 50
percent (i.e. + 50% of the nedian total nolar conononer
content. The CDBlI and the nethod for its determination is
described in U S. Patent No. 5,206,075 (specification, page
3).
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in contact wwth one |ayer of the release filmand the second
| ayer of the release filmprovides strength to the film and
al so serves as a high differential release |iner
(specification, page 5). A copy of appealed clains 1 and 12,

as

t hey appear in the Appendi x of appellant's brief, is attached

to this decision.

The prior art references of record relied upon by the

examner in rejecting clains 1 through 12 are:

Shi bano et al. (Shibano) 4,425,176 Jan. 10,
1984

Patterson et al. (Patterson) 4,859, 511 Aug.
22, 1989

Kitano et al. (Kitano) 5, 086, 088 Feb. 4,
1992

Claims 1 through 8 and 11 stand rejected under 35 U. S. C.

8 103(a) as being unpatentabl e over Shibano in view of Kitano.

Claims 1 through 12 stand rejected under 35 U.S.C. §

103(a) as bei ng unpat entabl e over Shibano in view of Kitano
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and Patterson.

Rat her than reiterate the exam ner's explanation of the
above-noted rejections and the conflicting viewoints advanced
by the exam ner and appellant regarding the rejections, we
make reference to the examner's final rejection (Paper No.

11, mail ed Decenber 22, 1995) and answer (Paper No. 17, nmuil ed
January 16, 1997) for the reasoning in support of the

rejections, and to

appellant's brief (Paper No. 16, filed COctober 7, 1996) for

t he argunents thereagainst.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai ns,
to the applied prior art references, and to the respective
positions articulated by the appellant and by the exam ner.

As a consequence of this review, we have nmade the

determ nati ons which foll ow
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Bef ore addressing the exam ner's rejection specifically,
we note that on page 4 of the brief, appellant has indicated
that "clainms 1-12 stand or fall together as a group."”
However we will separately review each of the independent
clainms since we note that the subject matter central to
appel lant's argunents with regard to i ndependent claim1l is
absent from i ndependent

claim 12.

Shi bano relates to pressure sensitive adhesive products,
i ncl udi ng tapes or doubl e-coated tapes, having a pressure
sensitive adhesive |layer and one or nore rel ease | ayers
(colum 1, lines 11-16). The invention is characterized by a
rel ease layer (A) exclusively conprising a polyolefinic
el astonmer (a) having a predeterm ned shearing nodul us and
predeterm ned surface wettability and a pressure sensitive
adhesi ve | ayer (F) conposed nainly of a polyacrylate, wherein
the rel ease | ayer and the adhesive are allowed to cone into
contact with each other (colum 1, lines 42-48). The
pol yolefinic elastoner (a) used as the release |ayer may be a

pol ymer or a mxture of two or nore polyners. Polyolefinic

5
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el astonmers that neet the shearing nodulus and wettability
requi renents di sclosed in Shibano includeethyl ene-al pha ol efin

copol ymers having a density of 0.80 to 0.90 g/cn? (colum 13,
lines 37-48). There is no express statenent in Shibano of any
particul ar conmposition distribution of the polyners disclosed

t her ei n.

Kitano relates to tapes using high performance pressure-
sensitive thernosetting adhesives covered with a silicon
rel ease liner. The adhesives of this invention are said to
of fer excell ent adhesion to nmetal and painted surfaces,
including oily nmetal surfaces, as well as high shear and peel
strength and excellent storage properties (colum 3, lines 51-

58) .

Patterson relates to rel ease sheets used wth adhesive
products such as adhesive tapes. The rel ease sheets, having
preferred silicone polyners as rel ease agents, are formed on
paper, nonwoven fabric, polyneric film or extrusion-coated
paper substrates wherein the coextruded filns consist of two

or nore |ayers of polyester filmnms including polybutyl ene

6
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(colum 2, lines 30-47).

Wth respect to independent claim1l, the exam ner relies
on Shibano to teach all the elenents of the clained invention
"except [] the acryl ate-based pressure sensitive [sic,
adhesive] (PSA) [being] thernosettable"” (answer, page 3). The
exam ner introduces Kitano to teach "the advantage of using
epoxy-acryl ate thernosetting PSA that exhibits excellent
adhesi ons, high shear and peel strengths, and excell ent
storage properties"” (answer, page 3). The exam ner asserts,
and the appellant does not refute, that it would have been
obvious to one of ordinary skill in the art to "utilize
Kitano's teaching of using a thernosetting PSA conprising [an]

acryl ate-epoxy blend in the invention of Shibano" (answer,

page 3).

Appel lant's primary argunent is that Shibano fails to
teach, expressly or inherently, a polyolefin having the
particul ar CDBI or conononer/copol ynmer distribution content
set forth in claiml1 on appeal. As a general proposition in

7
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an appeal involving a rejection under 35 U S.C. §8 103, the

exam ner is under a burden to nmake out a prim facie case of

obvi ousness. Only, if that burden is net, does the burden of
going forward then shift to the applicant to overcone the

prima facie case with argunment and/or evidence. QObvi ousness

is then determ ned on the basis of the evidence as a whol e and

the rel ati ve persuasi veness of the argunents. See In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr

1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686

(Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

We do not agree with the exam ner's assertion that
Shi bano teaches all the elenents of the clainmed invention
except a thernosettabl e acryl ate-based pressure sensitive
adhesive. Independent claiml requires "a release film
conprising a first layer conprising a polyol efin polyner
having a density of no greater than 0.90 g/cc and a CDBI of

greater than about 70 percent" (enphasis ours). Although
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et hyl ene-al pha ol efin copolyners having a density of 0.80 to
0.90 g/cn? are taught by Shibano, there is no express or

i nherent teaching in Shibano of polynmers having any particul ar
CDBI and specifically a CDBI of greater than about 70 percent.
Moreover, we find the examner's position that "the clai ned

i nventi on woul d have been obvi ous over the prior art of record
[ since applicant has failed to provide any evidence that

Shi bano coul d not have used a netall ocene catalyst]" (final,

page 3) untenabl e.

As stated above, the initial burden is on the exanmner to

present a prima facie case of obviousness when making a 35

US C 8§ 103(a) rejection. Only, if that burden is net, does
t he burden of going forward then shift to the applicant to

overconme the prima facie case with argunent and/or evidence.

We find nothing in Shibano that teaches, expressly or under
the principles of inherency, a polyolefin polynmer having a
CDBI of greater than about 70 percent. The exam ner has nade

no show ng that polyolefinic elastonmers used in Shibano nust
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have as "an essential character"? or "property"® thereof, a
CDBI of greater than about 70 percent. The fact that a
certain result may occur or be present in the prior art is not
sufficient to establish the inherency of that result or

characteristic. |Inre R jckaert, 9 F.3d 1531, 1534, 28 USPQd

1955, 1957 (Fed. Cir. 1993); In re Celrich, 666 F.2d 578, 581-

582, 212 USPQ 323, 326 (CCPA 1981).

Contrary to the exam ner's position, Shibano discloses,
fromcolum 13, line 37 through colum 14, |line 21, that:

the rel ease layer in the pressure sensitive adhesive
products may be a polyner or m xture of two or nore
polymers. In either case, it is inportant that the
shearing nmodulus is less than 2.0 X 10® dyne/cnt, and
that the surface wettability expressed in terns of
an equilibriumcontact angle with respect to a
standard liquid is nmore than 55° said |iquid having
a surface tension of 50 dyne/cmand used in JIS K
6768 test. The polyolefinic elastoners that neet
the requirenents as defined just above include

et hyl ene-al pha ol efin copol yners having a density of

2 Inherent is defined as involved in the constitution or
essential character of sonething. Wbster's Ninth New
Collegiate Dictionary, MrriamWbster, Inc. 1984.

3 A "property" of a material is defined as a quality or
trait bel onging and especially peculiar to the material.
Webster's Ninth New Coll egiate Dictionary, Merriam Wbster,
I nc. 1984.

10
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0.80 to 0.90 g/cn?, a nelting point of |ower than 80°
C., abrittle tenperature of |ower than -70° C
according to ASTM D 746 test and a hardness of | ower
than 70 according to JIS K 6301 test. In this
connection, it should be noted that the ethylene-

al pha ol efin copolyners free fromthe physi cal
properties as difined [sic, defined] just above, for
i nstance those having a brittle tenperature of no

| ess than -70° C. or a nelting point of no | ess than
80° C. exhibit considerably poor releasability and
is, therefore; of practical useless [sic].

The et hyl ene-al pha ol efin copol yners used in the
present invention include copolynmers conprising two
or nore al pha ol efins such as ethyl ene, propyl ene,
1- butene, 1-pentene, 3-nethyl-1-butene, 1 -hexane,
3-net hyl - 1- pentene, 4-nethyl -1lpentene etc., or a
m xture thereof. Anong others, preferred are a
random copol ynmer of [ethyl ene]-1-butene and a
copol ymer of ethyl ene/propylene or a mxture
t her eof .

In addition to the above-nenti oned conponents,
the polyolefinic elastoners a according to the
present invention, may contain polyol efin waxes and
ol efinic copolynmers having a crystallinity of |ess
t han 30% and graft-nodifies by unsaturated
carboxylic acids or their derivatives wthout
departing fromthe ranges as above defined on the
shearing nodul us and surface wettability. As the
pol yol ef i n waxes, use may be nade of wax obtained by
pol yneri zati on of ethylene or propyl ene or wax
obt ai ned by thermal cracking of ethylene or
propyl ene. As the olefin copolynmers having a
crystallinity of less than 30% nentioned are
copol yners conprising two or nore al pha ol efins such
as et hyl ene, propylene, 1-butene, 1-pentene, 3-
nmet hyl - 1- but ene, 1-hexane, 3-nethyl-1-pentene, 4-
met hyl - 1- [ pentene] etc., or a mxture thereof, said

11
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copol yners being graft-nodified by unsaturated
carboxylic acids or their derivatives.

In addition to the above-nenti oned conponents, the

pol yol efinic elastonmers a nmay further contain dyes,

pi gnents, weathering stabilizers, thernal

stabilizers, anti-blocking agents, |ubricants,

antistatic agents, plasticzers, crosslinkers ets.

[sic, etc.], without departing fromthe ranges as

defined on shearing nodulus and wettability in the

present invention.

Shibano is silent as to the polyolefin's structural
vari abl es, such as nol ecul ar wei ght distribution and
conposition distribution which affect the ultimate properties
of the polyners. Moreover, Shibano fails to teach any
criticality or desirability that the polyolefin polynmers used
t herei n be honbgeneous exhi biting properties such as narrow
nmol ecul ar wei ght distribution, |ow polydispersity, single-
poi nt nelting behavior, or even sequencing of conmonomners

wi thin a chain which woul d support the exam ner's finding that

Shi bano i nherently teaches a CDBI of greater than 70 percent.*

4 Support for our determ nation that honbgeneous
pol yol ef i n pol ymers have narrow conpositional distribution and
thus CDBI's of generally greater than 70 percent can be found
in U S Patent No. 5,206,075, as discussed by appellant on
pages 6-7 of the brief, and newy found reference U S. Patent
(continued...)

12
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| nst ead, Shi bano focuses on the properties of shearing nodul us
and wettability of suitable polyolefin polyners and further
enphasi zes the critical ranges of these properties necessary
in carrying out the invention. Shibano discusses the use of
addi tives including cross-linkers and the conbi ning of several
polymers to create ethyl ene-al pha ol efin copolyners having a
density of 0.80 to 0.90 g/cn?, which clearly teaches away from
usi ng honogeneous et hyl ene/ al pha-ol efins. Qur understandi ng,
based on our eval uation of the Shibano patent, is that a
person of ordinary skill in the art at the tinme the invention
was nmade woul d have understood Shibano to teach or nake

obvi ous pol yol efin polyners having a relatively wi de variety
of chain | engths and conononer percentages resulting in a
relatively wide variation in nolecular weight and conposition

di stri butions.

We agree with the appellant to the extent that the

"[ e] xami ner has not cited any references which taught or

4(C...continued)
No. 3,931,356, col. 3, lines 37-40; col. 6, lines 56-62. A
copy of Dalton is attached to this decision.
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suggested that the Shi bano pol yol efins could have had a CDB

of greater than 70 percent or could have been nmade by

nmet al | ocene catal ysis or any other polynerization nethod.
Further, the Exam ner has failed to cite any reference that
had suggested any advantage of a polyolefin having a CDBI of
greater than 70 percent or suggested that one skilled in the
art at the tinme [the invention was nmade] knew of [] very | ow
density pol yet hyl enes (VLDPE) having a narrow conposition
distribution” (brief, page 5). The test for obviousness is
not whet her the person of ordinary skill in the art could have

made the claimed invention given the applied references and

the state of the art at the tine the invention was nade. A

conclusion that the clainmed subject matter is prima facie

obvi ous nmust be supported by evidence, as shown by sone

obj ective teaching in the prior art or by know edge generally
avai l able to one of ordinary skill in the art that woul d have
| ed that individual to conbine the rel evant teachings of the
references to arrive at the clained invention. See ln re

Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cr

14
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In our opinion, the examner's position is totally
wi t hout support in the applied references and is entirely
based on specul ati on and conjecture. As previously discussed,
it is well settled that inherency may not be established by
probabilities or possibilities, but nust instead be "the
natural result flowng fromthe operation as taught." See

Celrich supra. 1In the present case, neither the Shibano

pat ent nor the exam ner provides an adequate factual basis to
establish that the natural result flowing fromthe applied
pat ent woul d have been a pol yol efin pol yner having a CDBI of
greater than 70 percent as clainmed by the appellant in claim

1

Since the exam ner has failed to provide sufficient
evi dence supporting a conclusion that a person of ordinary
skill in the art would have known that the pol yolefin polyners
of Shi bano inherently had a CDBlI of greater than 70 percent,
we find, the exam ner's analysis of the collective teaching of
the prior art insufficient to satisfy the burden of presenting

a prinma facie case of obviousness with respect to i ndependent

claim11 on appeal. That is, the examner's analysis is

15
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insufficient to support a rejection under 35 U . S.C. § 103(a).
Al t hough pol yol efin polyners having a very | ow density may

i ndicate a narrow conposition distribution as assessed by CDB
val ues general ly above 70 percent, polyners having a | ow
density do not necessarily have a narrow conposition
distribution.® Furthernore, our review of Kitano and
Patterson, applied by the Exam ner, support a finding of
nonobvi ousness since Kitano and Patterson fail to make up for
t he deficiencies of Shibano noted above. Therefore, the
burden does not shift to the appellant to come forward with
any evidence (i.e. a declaration) or argunents that a

nmet al | ocene catal yst was comercially unavailable in 1979. In
light of the foregoing, we will not sustain the examner's 8§
103(a) rejection of independent claim1l and clains 2 through

11 which depend therefrom

| ndependent claim 12 on appeal differs from i ndependent

> See Mueller 6,027,776, colum 5 line 4 through colum 7,
line 48 which teaches very | ow density pol yet hyl ene conposed
of either heterogeneous ethyl ene/al pha-ol efins or honbgeneous
et hyl ene/ al pha-ol efins and the general properties and
conpositions of each. A copy is attached to this decision.
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claim1l in that claim 12 does not specifically require a

pol yol ef i n pol ymer having a CDBI of greater than about 70
percent. The exam ner stated in both the final rejection
(page 2) and the answer (page 5) that claim 12 does not recite
a CDBI of greater than 70 percent, to which the appellant has
failed to respond. As discussed supra, we agree with the
exam ner that Shibano teaches pol yol efin polyners having a
density of no greater than about .90 g/cc. Furthernore, the
appel I ant has chosen not to argue the conbination of the
applied art used by the exam ner in nmaking the obvi ousness
rejection of independent claim12. Since the appellant has
not specified any errors in the conbination of prior art
applied by the exam ner, or pointed to and expl ai ned how any
[imtation in claim1l2 renders the claimed subject matter
unobvi ous over the applied prior art, we wll sustain the

examner’s rejection of claim12 under 35 U.S.C. § 103(a).

In light of the foregoing, we reverse the examner's
rejections of clains 1-11 under 35 U. S.C. §8 103(a) and sustain
the exam ner's rejection of claim12 under 35 U S.C. § 103(a)

based on Shibano in view of Kitano and Patterson.

17
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Accordingly, the decision of the examner is affirnmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
LAVWRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N N

CEF: | nb
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ROBERT W SPRAGUE

3M OFFI CE OF | NTELLECTUAL
PROPERTY COUNSEL

P. 0. BOX 33427

ST. PAUL, MN 55133-3427
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CAM1

A sheet material conprising i) a pressure-sensitive
adhesive filmconprising a thernosettabl e pressure-sensitive
adhesive conprising an acrylate polyner; and ii) a rel ease
filmconprising a first |layer conprising a polyolefin polyner
having a density of no greater than 0.090 g/cc and a CDBI of
greater than about 70 percent, said pressure-sensitive
adhesive filmbeing in contact wwth said first |ayer of said
rel ease film

CAMI12

A sheet material conprising i) a pressure-sensitive
adhesive filmconprising a thernosettabl e pressure-sensitive
adhesive conprising an acrylate polyner; and ii) a rel ease
filmconprising a first layer conprising a polyol efin polyner
having a density of no greater than about 0.90 g/cc and a
second | ayer conprising a pol ybutyl ene honopol yner or a
pol ybut yl ene copol ynmer conprising no nore than about 5% by
wei ght of a conononer; said pressure- sensitive adhesive film
being in contact wwth at |east one of said |layers of said
rel ease film



